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REMARKS 

Response to Priority 

i 

The Examiner contends that the limitations of claims 59-64 and 107 do not have 
support in the parent application, Serial No. 09/241.936 now U.S. Patent No. 6,161,034. 
However, applicants have cancelled these claims for other reasons, so this contention is 
moot. 

Response to Claim Rejections Under 35 USC §112 

Claims 45-49, 53-55, 59-61, 66-101, 107 and 108 were rejected by the Examiner 
under 35 U.S.C. §112, second paragraph, as being indefinite for failing to particularly 
point out and distinctly claim the subject matter which applicant regards as the 
invention. Applicants have cancelled these claims without prejudice, so these rejections 
are moot. 

Response to Claim Rejections Under 25 U.S.C. §103 

Claims 66-75, 85-90, 92 and 95-101 were rejected by the Examiner under 35 
U.S.C. §103(a) as being unpatentable over Fulton, III et al. (‘464), in view of Foerster et 
al. ('055) and further in view of Voegele et al. (U.S. Pat. No. 6,261,302). Claims 76-84, 
91, 93, 94 and 108 were rejected by the Examiner under 35 U.S.C. §1 03(a) as being 
unpatentable over Fulton, III et al. (‘464), in view of Foerster et al. {'055) and Voegele et 
al. ('302) as applied to claims 65-73, 85-90, 92 and 95-1 01 above, and further in view of 
Yamamoto (‘049), as evidenced by Ronan et al. ('918). 

Many of the above claims have been cancelled or amended. Applicants will 
address these rejections based upon the above claim 66 as amended. 

Claim 66 calls the plurality of marker bodies to be urged into engagement with 
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the ramp and slidably move the plurality of marker bodies up the ramp and out of the 
discharge port in the delivery cannula into the biopsy cavity. The cited references do 
not meet this requirement. Specifically, Voegele et al. describes a ramp, but the 
cannula having the ramp does not have a plurality of marker bodies slidably disposed in 
the lumen thereof. The ramp of Voegele et al. urges the distal end of an inner cannula 
out the discharge port. There is no disclosure of a plurality of marker bodies engaging 
the ramp and being pushed out of the discharge port of the cannula having the ramp as 
called for in applicants' claims. The combination proposed by the Examiner fails to 
teach all the features of applicants’ claims, so the combination fails to support the 
rejections. 

Conclusions 



Applicants believe that the pending claims as amended above are directed to 
patentable subject matter. Further consideration pursuant to the concurrently filed RCE 



and an early allowance are earnestly solicited. 
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